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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on August 2, 2005 has been entered. 

Claim Objections/Claim Interpretation 

2. Claims 1-8 are objected to because of the following informalities: said claims refer to 
both "consisting essentially of as well as "comprising" transitional phrases. It is unclear the 
scope of said claim. For the purposes of this action, claims 1-8 are interpreted in the broadest 
scope ("comprising"). Clarification is needed. • 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
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invention. The examiner could not find support (either explicitly or implicitly) for "without 
further hardening elements and blending elements". The fact that the instant specification does 
not mention further additions of said categories of elements does not provide support for a 
preferred embodiment excluding said categories of elements. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

It is unclear what elements are excluded by the presently claimed categories of 
"hardening elements" as well as "blending elements". Appropriate correction is required. 

7. Claims 17-24 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The scope of said claims is unclear because of the use of 3 different transitional phrases 
when referring to the instant alloy composition- "consisting essentially of, "comprised of, and 
"consisting of. It is unclear if applicant intended the claim scope to be open or closed. For the 
purposes of this office action, the examiner has interpreted the claims in the broadest scope, 
consistent with "comprising" type claim language. If applicant intended for the claim language to 
be consistent with "consisting essentially of type claim language, and wherein the hardening 
element consists of only Cu, the following claim language is suggested by the examiner- 
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"17. (amended) A silver-colored, tarnish-resistant, corrosion-resistant alloy consisting essentially 
of: 

92.5-95% by weight silver, the balance of which is an alloy [comprised] consisting 
essentially of: 

approximately 24-34% by weight zinc; 
approximately 0.5-1.8% by weight silicon; 
optionally 0-8% by weight Sn; 
optionally 0.9%±0.05% by weight In; 

[and further comprising] a hardening agent consisting of approximately 60-74% by 
weight copper." 





instant claim 1 


net a 


loy 


claims 4 and 7 


net a 


loy 




min. 


max. 


min. 


max. 




min. 


max. 


Ag 


92.50% 


95% 


92.50% 


95% 


92.5-95% 


92.50% 


95% 


balance an alloy 
comprised of: 






7.50% 


5% 




7.50% 


5% 


Zn 


24% 


34% 


2.55% 


1.20% 


29.75% 


2.23% 


.1.49% 


Cu 


60% 


74% 


5.55% 


3.00% 


62.15% 


4.66% 


3.11% 


Si 


0.5% 


1.8% 


0.14% 


0.03% 


1.35% 


0.10% 


0.07% 


Sn 


0% 


8% 


0.60% 


0.00% 


6.75% 


0.51% 


0.34% 



Table 1: Al 



oying Ranges Of (amended) Claim 1 





cl. 1, 17 


cl. 2 


cl. 3 


cl. 4 and 7 


cl. 5 


cl. 6, 8 


Eccles 


Bernhard 


Ag 


92.5-95% 


92.5-95% 


92.5-95% 


92.5-95% 


92.5-95% 


92.5-95% 


preferably >92.5% Ag 


89-93.5% 


Balance (assumed 5-7.5%): 






Zn 


1.5-2.2% 


1.1-1.9% 


1.5-2.6% 


1 .5-2.2% 


1.2-1.8% 


1.6-2.5% 


0.05-5% 


0.5-5% 


Cu 


3.1-4.7% 


3.5-5.9% 


3.1-5.1% 


3.1-4.7% 


3.7-5.6% 


3.2-4.9% 


0.5-6% 


0.5-6% 


Si 


0.07-0.10% 


0.06-0.09% 


0.03-0.05% 


0.07-0.10% 


0.06-0.09% 


0.03-0.05% 


0.02-2.0% 


0.02-2% 


Sn 


0.3-0.5% 




0.01-0.02% 


0.3-0.5% 




0.05-0.07% 


0.25-6% 


0.25-6% 


In 






0.04-0.06% 






0.06-0.09% 


opt. 0.01-1.5% 


0.01-1.25% 


other 














0.01-2.0% Ge 


0.001-2% B 



Table 2: Approximate Net Alloying Ranges vs. prior art 
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Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 17-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eccles (US 
6,726,877 Bl) or Bernhard et al (US 5,039,479). 

Eccles teaches a Ag alloy comprising: > 92.5% Ag, 2-4% Cu, 2-4% Zn, 0.25-6% Sn, 
0.02-2% Si (see Eccles at claims 3, 4, 8, 10, see Table 2 above), which overlaps the presently 
claimed alloy composition (instant claims 17-25). Similarly, Bernhard teaches a Silver based 
alloy that overlaps the instant net alloying ranges. Bernhard teaches the addition of 0.001-2% B, 
and Eccles teaches the addition of 0.01-2% Ge to said alloy, however, it is not clear that these 
additions are not excluded by the instant claim language. 

The net alloying ranges of instant claims 17-25 are given in Tables 3-5 below. Because 
of the broad overlap in alloying ranges, it is held that Eccles or Bernhard has created a prima 



facie case of obviousness of the presently claimed invention. 





claims 17, 18, 19 


net a 


loy 




min. 


max. 


min. 


max. 


Ag 


92.50% 


95% 


92.50% 


95% 


balance an alloy 
comprised of: 






7.50% 


5% 


Zn 


24% 


34% 


2.55% 


1.20% 


Cu 


60% 


74% 


5.55% 


3.00% 


Si 


0.5% 


1 .8% 


0.14% 


0.03% 


Sn (18) 


0% 


8% 


0.60% 


0.00% 


In (19) 


0.85% 0.95% 


0.07% 


0.04% 



Table 3 
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claim 20,21,22 


net alloy 




min. 


max. 


min. 


max. 


Ag 


92.50% 


95% 


92.50% 


95% 


balance an alloy 
comprised of: 






7.50% 


5% 


Zn 


24% 


34% 


2.55% 


1.20% 


Cu 


60% 


74% 


5.55% 


3.00% 


Si 


0.5% 


1.8% 


0.14% 


0.03% 


In (22) 


0.85% 


0.95% 


0.07% 


0.04% 


Sn(21) 


1.14% 


1.26% 


0.095% 


0.057% 




Tabl 


e4 




claims 23, 24, 25 


net alloy 




min. 


max. 


min. 


max. 


An 


92.50% 


95% 


92.50% 


95% 


balance an alloy 
comprised of: 






7.50% 


5% 


Zn 


30.97 


34.23 


2.56725 


1.5485 


Si 


0.57 


0.63 


0.04725 


0.0285 


Cu 


61.46 


67.94 


5.0955 


3.073 


ln(25) 


0.85 


0.95 


0.07125 


0.0425 


Sn(24) 


1.14 


1.26 


0.0945 


0.057 



Table 5 



Response to Amendment 

10. In the response filed on August 2, 2005 applicant amended claims 1-8 (with respect to the 
previously considered/entered claims dated 12/20/2004) and submitted new claims 17-25. 
Though the limitation "without further hardening elements and blending elements" excludes B 
and Ge from the instant alloy (thereby overcoming the prior art of Bernhard and Eccles), said 
limitation is considered new matter (see discussion above). 

11. With respect to new claims 17-25, the examiner was unable to determine the scope of 
said claims, due to the presence of 3 different transitional phrases when referring to the instant 
alloy composition- "consisting essentially of, "comprised of, and "consisting of. (see 
discussion above). If applicant intended claim language to be consistent with "consisting 



Application/Control Number: 1 0/786,974 Page 7 

Art Unit: 1742 

essentially of type claim language, and wherein the hardening element consists of only Cu (see 
suggested claim language above), then the prior art of Eccles will be overcome due to the 
presence of Ge, which is clearly taught by Eccles to be a hardening element. 

12. When the Examiner has established a prima facie obviousness, the burden then shifts to 
the applicant to rebut. In re Dillon, 919 F.2d 688, 692, 16 USPQ2d 1897, 1901 (Fed. Cir. 1990) 
(en banc). Rebuttal may take the form of "a comparison of test data showing that the claimed 
compositions possess unexpectedly improved properties. . . that the prior art does not have, that 
the prior art is so deficient that there is no motivation to make what might otherwise appear to be 
obvious changes, or any other argument., that is pertinent." Id. at 692-93; USPQ2d 1901. 
Applicant has not clearly shown an unobvious difference between the instantly claimed narrow 
Ag alloy composition and the prior art's broadly overlapping Ag alloy. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janelle Combs-Morillo whose telephone number is (571) 272- 
1240. The examiner can normally be reached on 8:30 am- 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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